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Infringement may 
yield enhanced 
damages
By Barbara L. Jones
bjones@minnlawyer.com

A smallish Minnesota com-
pany, Johnstech International 
Corp., has won big in federal 
court in California against a 
Malaysian company that will-
fully infringed on its patent 
for test contactors used to test 
integrated circuits – and kept 
doing so even after the verdict. 

I n  Ju n e ,  Ju d g e  Ja m e s 
Donato of the Northern District 
of  California enjoined the 
company – and others – from 
selling, using, and marketing 
(and so forth) the defendant’s 
product, “Zigma” test conduc-
tors.

T h e r e ’s  m o r e  t o  c o m e. 
The original verdict was for 
$636,807 in lost profits but 
that’s nothing compared to 
what’s still under consideration 
– additional damages of $1.2
million due to the continuing
sales, attorneys’ fees of more
than $1 million, and treble
damages for willfulness. The
defendant, JF Microtechology,
has appealed to the D.C. circuit
but has not moved for a stay of
injunction.

Johnstech is a company of 
about 100 employees founded 
in 1991 by David Johnson and 
located in Minneapolis. It holds 
more than 100 patents issued 
across the globe, including U.S. 
Patent No. 7,059,866,  (the 866 
patent) which was issued on 
June 13, 2006. Unlike some 
similar companies, Johnstech 
makes its product here.

When the defendant came 
wooing the company, promising 
to make its goods more inex-
pensively, Johnstech said no, 
thanks. But about two years 
later, the defendant started 

making a competing product 
and selling it to Johnstech’s 
customers. They reversed engi-
neered Johnstech’s technology, 
including its important roll 
technology, said Johnstech’s 
attorney, Courtland Merrill. 
Two years later, they were in 
front of a jury in the Northern 
District of California. 

T h e  j u r y 
found willful 
infringement 
and awarded 
damages for 
lost  prof its.  
The defense 
doubled down, 
h i r i n g  n e w 
lawyers and 

continuing to sell the prod-
uct. Next was settlement talks 
followed by a series of delays 
and other events, Merrill said. 
In June 2018, the judge is-
sued a permanent injunction. 
Merrill said Johnstech’s sales 
people frequently sent him 
photographs of the defendant’s 
employees offering the infring-
ing product at sales shows.

Attorneys for defendant 
could not be reached for com-
ment. In its trial brief, the 
company denied infringement 
and raised affirmative defenses 
of invalidity/indefiniteness, 
lack of pre-suit damages. The 
defendant also asserted coun-
tercla ims for  defamation, 
false advertising, intentional 
interference with economic 
advantage and unfair com-
petition, all based on a letter 
from Johnstech to customers 
explaining its belief that defen-
dant infringed. The judge threw 
those claims out on summary 
judgment. It also responded to 
the injunction motion by deny-
ing that there is no irreparable 
harm from sales and no causal 
nexus between the alleged 
harm and the sales, many of 
which were outside the U.S.

“The evidence here points 

squarely away from irrepara-
ble harm due to lost profit,” the 
defense argued. 

U.S. District Court Judge 
James Donato, in granting the 
injunction, said “Where a jury 
award of damages implies a 
finding of direct competition, 
and where the parties share the 
same customers, sell products 
that occupy the same markets, 
and are each other’s most sig-
nificant competitors, it may be 
an abuse of discretion for the 
district court to find that no ir-
reparable injury exists.”

Doctrine of 
equivalents

The case went to the jury 
under the theory of the doc-
trine of equivalents, Merrill 
said. Under that doctrine, 
the accused product  must 
include everything that is 
claimed under or required by 
the patents. It must have the 
same function, work the same 
way and get the same result. 
However, the jury is allowed to 
determine that the defendant’s 
product has an element that 
performs one of the elements 
of the patent, which is what 
the jury decided in this case.  
Substantial evidence supported 
the jury’s conclusion that it did, 
the judge said.

The jury viewed the plain-
t i f f ’s  and the defendant ’s 
design drawing and was able to 
conclude that the two products 
were identical, Merrill said. 
Furthermore, 99 percent of the 
purchasers were plaintiff ’s cus-
tomers, he said. 

A risky gambit paid off when 
the plaintiffs used a Johnstech 
employee as an expert to prove 
equivalency. Although the jury 
could have found him biased 
and untrustworthy, there was 
no one who could explain the 
product as well, Merrill said. 
It worked. 

E-Bay injunction
standards

It is not routine for a court to 
grant injunctive relief in a pat-
ent infringement case, Merrill 
said. “Historically, patent hold-
ers who won on the merits in 
litigation nearly always obtained 
a permanent injunction against 
infringers.  But the Supreme 
Court’s 2006 decision in eBay 
v. MercExchange rejected a
‘general rule’ that a prevailing
patent holder is entitled to an
injunction.  Post-eBay, district
courts may issue an injunction
only where the patent holder
has proven it will be ‘irreparably
harmed’ by continued infringe-
ment.  As a result, injunctions
are effectively limited to those
cases like this one where a pat-
ent owner has proven that the
infringer is a direct competitor,
taking away market share, and
that the patented invention
drives sales of products.”

Halo effect
If the court awards treble 

damages to Johnstech, it will 
be because the U.S. Supreme 
Court opened the door in Halo 
Electronics v. Pulse Electronics 
in 2016, Merrill said. Halo says 
that willfulness should be based 
on the conduct of the alleged 
infringer at the time of the in-
fringing activity. Before Halo, 
the infringer could present an 
objectively reasonable non-in-
fringement position, even if 
that reason was unknown or 
undeveloped when the viola-
tion occurred. It also lowered 
the burden of proof from a clear 
and convincing standard to a 
preponderance of the evidence 
standard. 

“In the past defendants might 
not have worried [about will-
fulness], now they run a much 
greater risk,” Merrill said.  “It 
helps companies in the United 
States.”
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